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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1-2 and 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zenor 
(5447006) in view Georgeau et al (6579924) . 
Claim 1. 

Zenor discloses a roof structure for covering a roof substrate, comprising: 
a roof substrate 12-16/34/36 having an upper surface; 

a waterproof membrane 12-16/34/36 having an upper side and a lower side that is substantially 
free of fleece material; see figures 2-3 

a moisture curing substantially non-volatile adhesive but not comprised of a silyl-terminated 
polymer disposed on at least a portion of said lower side of said waterproof membrane in contact 
with said upper surface of said roof substrate and 

Zenor discloses the membrane capable of bonding to said roof substrate to define a portion of a 
low slope roof of a building structure, 
claim 2. 

Zenor also lacks the roof structure of claim 1, wherein: 

said silyl-terminated polymer comprises a silyl-terminated polyether. 
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Georgeau et al discloses such an adhesive used to securing roofing membranes on pitched roofs. 
See column 1, line 10-17. See column 3, line 57 thru column 4, line 15. 

In view of the above, it would have been obvious to modify Zenor to include the recited 
material in order to employ readily available, common and workable materials of construction in 
order to and to include the recited adhesive in order to provide shorter curing times which is also 
non-shrinking as taught by Georgeau et al. 
Claim 4. 

Zenor discloses the roof structure of claim 1, wherein: 

said waterproof membrane comprises a layer of EPDM rubber; see column 1 , lines 26-40 
claim 5. 

Zenor discloses a roof deck structure, comprising: 

a rigid low slope roof structure adapted to be supported at least in part by the walls of a building, 
said low slope roof structure having a roof substrate 12-16/34/36 defining an upper surface; a 
waterproof membrane 36 having an upper side and a lower side; Zenor disclose an adhesive but 
lacks a moisture curing silyl-terminated polymer based adhesive disposed on at least a portion of 
said lower side in contact with said upper surface of said roof substrate, 
Zenor discloses bonding said waterproof membrane 36 to said upper surface of said roof 
substrate 12 
Claim 6. 

Zenor lacks the roof deck structure of claim 5, wherein: 
said polymer comprises a silyl-terminated polyether. 
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Georgeau et al discloses such an adhesive used to securing roofing membranes on pitched roofs. 
See column 1, line 10-17. See column 3, line 57 thru column 4, line 15. 

In view of the above, it would have been obvious to modify Zenor to include the recited 
material in order to employ readily available, common and workable materials of construction in 
order to and to include the recited adhesive in order to provide shorter curing times which is also 
non-shrinking as taught by Georgeau et al. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Zenor (5,447,006) 
in view Georgeau et al (6,579,924) and further in view of Venable (4,996,8 12). 
claim 7. 

Zenor disclose the roof structure of claim 5, wherein: 

said waterproof membrane comprises a layer of EPDM rubber but lacks the layer including a 
fleece backing material. Venable discloses a roof structure for covering a roof substrate 
comprising: 

• A roof substrate 10 having an upper surface 

• A waterproof membrane of EPDM rubber 1 8 having an upper side and a layer of 
fleece material 22 disposed on the lower side of the membrane 

• A polymer adhesive 15 disposed on the lower side 

• The adhesive is disposed within the fleece material and contacts the upper surface 
of the roof substrate and thereby bonds the membrane to the roof substrate 
capable of defining a portion of a low slope roof of a building structure define a 
portion; see figure 3 
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• A metal decking or a fluted steel deck 12 having a plurality of elongated upper 
deck surfaces 

• A layer of insulation 14 on the deck 12 forming the roof substrate 

• The foam 14 may be considered substantially rigid as insulating foam may be 
constructed to be "substantially" rigid 

• The water proof membrane in contact with the upper surface of the roof substrate 
In view of the above it would have been obvious to include the fleece material to provide a 
waterproof membrane having ventilation properties 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Zenor in view of 
Georgeau et al as applied to claim 1 and further in view of Naipawer, III. Zenor discloses a 
roofing membrane of EPDM but lacks the alternative material of PVC. Naipawer discloses a 
roofing membrane of EPDM or PVS. It would have been obvious to one of ordinary skill to 
employ the alternative material of PVC since it has been shown to be a suitable material for 
roofing membranes using adhesives. 

Claims 8-14, 17-22, 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Venable 
(4996812) in view of Georgeau et al and further in view of Van Wagoner (VW) (4719723). VW 
discloses a low sloping roof 46 shown in figure 3. VW also discloses a membrane 48 of EPDM 
rubber. In view of the above, it would have been obvious to apply the roofing membrane of 
Venable to sloping roof structures in order to impart the membranes to different roof 
configurations as taught by the VW. The Georgeau reference has been applied in the same 
manner as described above 
For the other limitations see above rejections. 
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It is clear that if one used the moisture cured adhesive to bond the membrane to the foam 
substrate then one would also use the adhesive to bond the foam to the metal decking and to 
bond the foam to the fiberglass gypsum and to bond the fiberglass gypsum to the waterproof 
membrane in order to preserve the integrity of the roof deck. Venable does not show or disclose 
any mechanical fasteners. 
Claim 8. 

Venable discloses a roof deck structure, but lacks that comprising: 

a rigid low slope roof structure including a roof substrate having an upper surface; see VW as 
described above 

however Venable does disclose the following: 

a waterproof flexible membrane 18 covering said roof substrate, and defining a lower surface; 
a moisture curing substantially non- volatile adhesive 15 but not comprising a silyl-terminated 
polymer in contact with the upper surface of the roof substrate and Venable discloses the lower 
surface of the flexible membrane to thereby bond the flexible membrane to the roof substrate. 
Georgeau et al discloses such an adhesive used to securing roofing membranes on pitched roofs. 
See column 1, line 10-17. See column 3, line 57 thru column 4, line 15. 

In view of the above, it would have been obvious to modify Venable to include the 
recited material in order to employ readily available, common and workable materials of 
construction in order to and to include the recited adhesive in order to provide shorter curing 
times which is also non-shrinking as taught by Georgeau et al. VW has been considered and 
applied to Venable as described above. 
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claim 9. 

The roof deck structure of claim 8, wherein: 

Georgeau et al discloses the adhesive comprises a silyl-terminated polyether based adhesive. See 
motivation statement above, 
claim 10. 

Venable discloses the roof deck structure of claim 9, wherein: 

the flexible membrane 18 includes a layer of fleece matting 22 on one side; and wherein: 
at least a portion of the adhesive 15 is disposed in the fleece, 
claim 11-14: 

The roof deck structure of claim 10, wherein: 

the flexible membrane comprises a layer EDPM rubber but not having a thickness of about 
0.040-0.070 inches thick. 

The thickness of the membrane and the fleece or matting have been considered a matter of 
choice. Further, the measurement values for the bond strength and the viscosity of the adhesive 
are also measurement values that have been considered a matter of choice. One of ordinary skill 
in the art would have appreciated making the fleece/membrane, the bond strength and the 
viscosity of any measurement values suitable for the intended use function and purpose of the 
roof structure. The recited measurement values are very much within the scope of the invention 
to Venable. Further the significance and relevancy of the specific values lacks criticality, 
significance and relevancy to the overall claimed/disclosed invention. Finding the optimal values 
providing the intended function for the structure requires mere routine experimentation. 
Regarding claims 17-19: 
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It is clear that if one used the moisture cured adhesive to bond the membrane to the foam 
substrate then one would also use the adhesive to bond the foam to the metal decking and to 
bond the foam to the fiberglass gypsum and to bond the fiberglass gypsum to the waterproof 
membrane in order to preserve the integrity of the roof deck. Venable does not show or disclose 
any mechanical fasteners. Again the secondary references of VW and Georgeau have been 
applied to the base reference in the same manner as described above, 
claim 17. 

Venable discloses a roof deck structure but lacks that comprising: 

a rigid low slope roof structure as shown by VW however, Venable discloses, foam insulation 
14forming a roof substrate; 

a waterproof flexible membrane 18 covering said roof substrate; 

a moisture curing substantially non- volatile adhesive 15 disposed between the roof substrate 10 
and the flexible membrane 10 to thereby bond the flexible membrane 10 to the roof substrate; a 
fluted steel deck 12 below the foam insulation 14; and 

moisture curing adhesive bonding the foam insulation to the steel deck without the use of 
mechanical fasteners. 
Regarding claim 20: 

Georgeau discloses the adhesive includes a silyl-terminated polymer., 
claim 21. 

Venable discloses a roof deck structure, comprising: 

a fluted steel deck 12 having a plurality of elongated upper deck surfaces; 

a substantially rigid panel 14/ 18 disposed on the steel deck, the panel defining upper and lower 
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surfaces; 

moisture-curing adhesive 15 disposed between the steel deck and the substantially rigid panel in 
contact with the upper deck surfaces and the lower surface of the substantially rigid panel; and 
a flexible waterproof membrane 18 disposed above the substantially rigid panel, 
claim 22. 

Venable discloses the roof deck structure of claim 21, wherein: 
the substantially rigid panel comprises insulation board. 
Claim 26: 

Venable discloses a waterproof membrane comprises a fleece backed material 
Claims 15-16, 23-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Venable 
(4996812) in view of Georgeau et al and VW and further in view of Beck (4498267). . 
Claim 15. 

Venable lacks the roof deck structure of claim 8, wherein: 

the roof substrate comprises fiberglass reinforced gypsum board. 

claiml6. 

Venable also lacks roof deck structure, comprising: 

a rigid low slope roof structure as described by VW above; the reference is pplied to the base 
reference in the same manner as described above; 

Venable however does teach a waterproof flexible membrane 18 covering said roof substrate 10; 
a moisture curing substantially non- volatile adhesive 15 disposed between the roof substrate 10 
and the flexible membrane 18 to thereby bond the flexible membrane to the roof substrate; and 
wherein: 
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the roof deck structure includes a layer of foam insulation 14 but not below the fiberglass 
reinforced gypsum board. 
Regarding claim 23; 

Beck discloses an upper layer of water proof material and an underlaying of fiberglass reinforced 
gypsum. See the abstract. In view of the above it would have been obvious to one of ordinary 
skill to include the fiberglass reinforced gypsum under the water proof membrane of Venable in 
order to optimize the strength while minimizing the weight and cost of the roofing structure as 
taught by Beck. 
Regarding claims, 24 and 25: 

It is clear that if one used the moisture cured adhesive to bond the membrane to the foam 
substrate then one would also use the adhesive to bond the foam to the metal decking and to 
bond the foam to the fiberglass gypsum and to bond the fiberglass gypsum to the waterproof 
membrane in order to preserve the integrity of the roof deck. Venable does not show or disclose 
any mechanical fasteners. Again the secondary references of VW and Georgeau have been 
applied to the base reference in the same manner as described above. 

Claims 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Venable 
(4996812) in view of Gerogeau et al and Van Wagoner (VW) as applied to claim 21 and further 
in view of Naipawer II. The base reference has been considered as described above and the 
secondary references have been applied to the base reference in the same manner as described 
above. 

Response to Arguments 

Applicant arguments have been considered but are not deemed persuasive. 



Application/Control Number: 10/726,341 Page 1 1 

Art Unit: 3633 

Applicant argues, 

"With respect to independent claims 1 and 5, Applicant respectfully asserts that there would be 
no reason to modify Zenor '006 or Venable '812 to include a moisture curing silyl- terminated 
polymer adhesive." "As this court has explained, however, a flexible TSM test remains the 
primary guarantor against a non-statutory hindsight analysis such as occurred in this case. In re 
Translogic Tech., Inc., 504 F.3d 1249, 1257 (Fed.Cir.2007) 

(" [A] s the Supreme Court suggests, a flexible approach to the TSM test prevents hindsight and 
focuses on evidence before the time of invention"). The TSM test, flexibly applied, merely 
assures that the obviousness test proceeds on the basis of evidence-teachings, suggestions (a 
tellingly broad term), or motivations (an equally broad term)-that arise before the time of 
invention as the statute requires." "[w]hen there is a design need or market pressure to solve a 
problem and there are a finite number of identified, predictable solutions, a person of ordinary 
skill has good reason to pursue the known options within his or her technical grasp." stating that 
"The passage above in KSR posits a situation with a finite, and in the context of the art, small or 
easily traversed, number of options that would convince an ordinarily skilled artisan of 
obviousness." Ortho-McNeil at 1364. The secondary reference of Georgeau et al posits a 
situation with a finite, and in the context of the art, small or easily traversed, number of options 
that would convince an ordinarily skilled artisan of obviousness. Georgeau teaches a method of 
forming a seal around a roof penetration, that includes a step of dispensing a one part moisture 
curable, pourable sealer (or adhesive) composition containing a silyl terminated polymer into a 
pitchpan or pitch pocket formed around a roof penetration. Zenor teaches a method of patching a 
single ply roof using a polymer adhesive; the patch and roof includes waterproof membrans 
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Venable '812 discloses a method of membrane application in roof construction using a polymer 
adhesive, a decking , insulation and a waterproof membrane , the decking and the insulation. 
Motivation statement were clearly given above for combining the teachings of the above 
references. 

APPLICANT'S ARGUMENTS ARE MOOT IN VIEW OF THE NEW GROUND OF 
REJECTION. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chapman E. Jeanette whose telephone number is 571-272-6841. 
The examiner can normally be reached on Mon.-thursday, 8:30-6:00, every fri. off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Glessner can be reached at 571-272-6841. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/JEANETTE CHAPMAN/ 
PRIMARY EXAMINER 
ART UNIT 3633 
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